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DETAILED ACTION 


Claim Rejections - 35 USC § 102 


The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) do not apply to the examination of this application as the application 
being examined was not (1 ) filed on or after November 29, 2000, or (2) voluntarily 
published under 35 U.S.C. 122(b). Therefore, this application is examined under 35 
U.S.C. 102(e) prior to the amendment by the AIPA (pre-AIPA35 U.S.C. 102(e)). 

Claims 1 - 3, 7 and 25 - 26 are rejected under 35 U.S.C. 102(e) as being 
unpatentable over Jacobi et al. US Patent 6,317,722. 

Regarding Claims 1 , 7 and 25 - 26, Jacobi et al. discloses a computer- 
implemented service and methods for recommending products or other items to 
individual users of an electronic commerce system based on a set of items known to be 
of interest to the user, such as a set of items currently in the user's electronic shopping 
cart, (abstract, col. 1 , lines 6 - 9). The web site includes a Web server application ("Web 
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server") which processes HTTP (Hypertext Transfer Protocol) requests received over 
the Internet from user computers, (see Fig 1) 

Jacobi et al. disclose using database to store information for items, users etc. 
(col. 7, lines 30 - 45). The data stored for each user may include one or more of the 
following types of information (among other things) that can be used to generate 
recommendations in accordance with the invention: (a) the user's purchase history, 
including dates of purchase, (b) the user's item ratings profile (if any), (c) the current 
contents of the user's personal shopping cart(s), and (d) a listing of items that were 
recently (e.g., within the last six months) removed from the shopping cart(s) without 
being purchased ("recent shopping cart contents"). If a given user has multiple shopping 
carts, the purchase history for that user may include information about the particular 
shopping cart used to make each purchase, (col. 7, lines 45 - 64) 

Jacobi et al. discloses that the recommendation service identifies items that are 
currently in the user's shopping cart, and uses these items to generate a list of 
additional items that are predicted to be of interest to the user, wherein an additional 
item is selected to include in the list based in-part upon whether that item is related to 
more than one of the items in the user's shopping cart. The additional items are 
preferably displayed to the user when the user views the contents of the shopping cart. 
Recommendations generated are returned to the Web server, which incorporates the 
recommendations into personalized web pages transmitted to users (col. 8, lines 20 - 
25). "The general form of such a Web page is shown in FIG. 6, which lists five 
recommended items. From this page, the user can select a link associated with one of 
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the recommended items to view the product information page for that item. In addition, 
the user can select a "more recommendations" button 200 to view additional items from 
the list of M items", (col. 16, lines 6 - 14). 

Jacobi et al. web site includes a web server application ("Web server") which 
processes HTTP (Hypertext Transfer Protocol) requests received over the Internet from 
user computers (col. 7, lines 35 - 38). 

Regarding claim 2, Jacobi et al discloses that the recommendations include one 
or more items that the user previously considered purchasing but did not purchase. A 
list of the top items of the recommendations is returned to the Web server. "The 
recommendations may alternatively be conveyed to the user by email, facsimile, or 
other transmission method. Further, the recommendations could be presented as 
advertisements for the recommended items" (col. 12, lines 4-13). 

Regarding claim 3, Jacobi et al. web site includes a "user profiles" database 
which stores account-specific information about users of the site. Because a group of 
individuals can share an account, a given "user" from the perspective of the web site 
may include multiple actual users. The data stored for each user may include the 
information that can be used to generate recommendations. If a given user has multiple 
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shopping carts, the purchase history for that user may include information about the 
particular shopping cart used to make each purchase (col.7, lines 45 - 64). 


Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 4 - 6, 8 - 24 and 27 - 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jacobi et al. US Patent 6,317,722 in view of Linden et al. US Patent 
6,360,254 and further in view of catalog shopping portal Catalog City hereinafter known 
as CatalogCity ( www.cataloqcitv.com ). crafter's marketplace Craft e Mart hereinafter 
known as Craft-E-Mall ( www.craftemall.com ) and ( www.howstuffworks.com ). 

Regarding claim 4, 5, 10 and 1 1 , Jacobi et al. discloses that the data stored for 
each user may include one or more of the following types of information (among other 
things) that can be used to generate recommendations in accordance with the 
invention: (a) the user's purchase history, including dates of purchase, (b) the user's 
item ratings profile (if any), (c) the current contents of the user's personal shopping 
cart(s), and (d) a listing of items that were recently (e.g., within the last six months) 
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removed from the shopping cart(s) without being purchased ("recent shopping cart 
contents") (col. 7, lines 45 - 64). 

Jacobi et al. does not disclose shopper information available on remote 
computers without input from shoppers. It is known at the time of applicant's invention to 
a person with ordinary skill in the art that "A cookie is a piece of text that a Web server 
can store on a user's hard disk . Cookies allow a Web site to store information on a 
user's machine and later retrieve it. The pieces of information are stored as name-value 
pairs." (see How Internet Cookies Work). Therefore, it is known at the time of applicant's 
invention to a person with ordinary skill in the art to use cookies in Jacobi et al. to 
minimize customers repeatedly providing required information every time they access 
the web server (for example, user identification required to browse the website). 

Also, Jacobi et al. does not disclose storing URLs for individual shopper. Linden 
et al. disclose a Web site system in which different private records or other resources 
are personal to different users, a method is provided for allowing users to securely 
access a private resource without the need to enter a username, password, or other 
authentication information, and without the need to download special authentication 
software or data to the user's computer. Each resource is assigned a private uniform 
resource locator (URL) which includes a fixed character string and a unique token. 
When a user attempts to access a private URL (such as to access a private account 
information page), a token validation program is used to determine whether the token is 
valid. "The method may be used to provide users secure access to private account 
information on the Web site of merchant. Other practical applications include electronic 
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gift certificate and coupon redemption, gift registries, order confirmation electronic 
voting, and electronic greeting cards. (For example, a private Web page for a particular 
user may be assigned the private URL 

http://www.amazon.com/private_resources/A9HBJ1E55G0ML", where the character 
string A9HBJ1E55G0ML is the token). Therefore, it is known at the time of applicant's 
invention to a person with ordinary skill in the art to include URLs in Jacobi et al. to 
provide shoppers secure access to their private account information (abstract; col. 1, 
lines 54 - 67). 


Regarding claim 6, Jacobi et al. does not disclose screen design having colors, 
pictures, shapes etc. However, Jacobi et al. discloses that its Web server accesses a 
database of HTML (Hypertext Markup Language) content which includes product 
information pages and other browsable information about the various products of the 
catalog. Also, it is notoriously known that HTML a "markup language" is a computer 
language that describes how a page should be formatted. HTML is not used to display a 
long string of black and white text with no formatting. When there is a need to change 
fonts, add colors, create headlines and embed graphics in your page, HTML is the 
language used to do it (see How Web Pages Work). Therefore, it is known at the time of 
applicant's invention to a person with ordinary skill in the art to use a language like 
HTML to design user interface to direct customer's attention to the recomendations and 
increase online sales. 


Application/Control Number: 09/510,580 


Art Unit: 3629 


Page 8 


Regarding claim 8, Jacobi et al. does not disclose to store information associated 
with services for sale to shoppers. It is notoriously known at the time of applicant's 
invention to a person with ordinary skill in the art that service is also a product which is 
sold to the shoppers at the time of purchase (for example car dealers selling extended 
warranty to the customer). Therefore, it is known at the time of applicant's invention to a 
person with ordinary skill in the art to store information associated with services to 
identify at the time of repairs if the customer has a service contract with the merchant, 
or else, charge the customer accordingly. 

Regarding claim 9, Jacobi et al. does not disclose to store information associated 
with electronic commerce stores. Craft-E-Mall discloses a website which stores 
information associated with electronic commerce stores including domain names (see 
Craft-E-Mall web page-source "booths[1]"). Also, Craft-E-Mall further displays screens 
as selected by the user (see sample of Craft-E-Mall web pages). Therefore, it is known 
at the time of applicants invention to a person with ordinary skill in the art to modify 
Jacobi et al. as taught by Craft-E-Mall and store information associated with electronic 
commerce stores to expand the business model to an electronic mall and charge 
commissions to electronic commerce vendors by becoming a procuring cause for 
customer purchases. 
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Regarding Claim 12, 17, 21, 23-24, and 27-29, Jacobi etal. discloses a 
computer-implemented service and methods for recommending products or other items 
to individual users of an electronic commerce system based on a set of items known to 
be of interest to the user, such as a set of items currently in the user's electronic 
shopping cart, (abstract, col. 1 , lines 6 - 9). The web site includes a Web server 
application ("Web server") which processes HTTP (Hypertext Transfer Protocol) 
requests received over the Internet from user computers, (see Fig 1) 

Jacobi et al. disclose using database to store information for items and users 
(col. 7, lines 30 - 45). The data stored for each user may include one or more of the 
following types of information (among other things) that can be used to generate 
recommendations in accordance with the invention: (a) the user's purchase history, 
including dates of purchase, (b) the user's item ratings profile (if any), (c) the current 
contents of the user's personal shopping cart(s), and (d) a listing of items that were 
recently (e.g., within the last six months) removed from the shopping cart(s) without 
being purchased ("recent shopping cart contents"). If a given user has multiple shopping 
carts, the purchase history for that user may include information about the particular 
shopping cart used to make each purchase, (col. 7, lines 44 - 64) 

Jacobi et al. discloses that the recommendation service identifies items that are 
currently in the user's shopping cart, and uses these items to generate a list of 
additional items that are predicted to be of interest to the user, wherein an additional 
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item is selected to include in the list based in-part upon whether that item is related to 
more than one of the items in the user's shopping cart. The additional items are 
preferably displayed to the user when the user views the contents of the shopping cart. 
Recommendations generated are returned to the Web server, which incorporates the 
recommendations into personalized Web pages transmitted to users (col. 8, lines 20 - 
25). "The general form of such a Web page is shown in FIG. 6, which lists five 
recommended items. From this page, the user can select a link associated with one of 
the recommended items to view the product information page for that item. In addition, 
the user can select a "more recommendations" button 200 to view additional items from 
the list of M items", (col. 16, lines 6-14). Jacobi et al. does not disclose how the user is 
identified before the recommendations are made. It is known at the time of applicants 
invention to a person with ordinary skill in the art that for an online shopping, users are 
required to log-in into the vendors website, or, vendors use the information stored on 
users computer (cookies) to identify the user. Therefore, it is known at the time of 
applicant's invention to a person with ordinary skill in the art to include user identification 
means and method to identify the user for determining their preferences prior to making 
recommendations. 

Jacobi et al. does not disclose to exclude selected information in the 
merchandise database from being displayed. It is known at the time of applicant's 
invention that user's access to database information is limited to their authorized 
requirements, (for example, Human Resources personnel can view name, address, 
age, benefits etc. for the entire organization, whereas, a manager may be restricted to 
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access employees name, address, contact information only). Therefore, it is known at 
the time of applicant's invention to a person with ordinary skill in the art to limit the 
information from merchandise database for user's viewing to stay competitive by 
protecting the actual cost of the products being sold from their competitors and users. 

Jacobi et al. web site includes a web server application ("Web server") which 
processes HTTP (Hypertext Transfer Protocol) requests received over the Internet from 
user computers (col. 7, lines 35 - 38). 

Jacobi et al. does not disclose computer readable medium for storing computer 
programs. However, Jacobi et al. discloses that although the embodiments described 
herein employ item lists, other programming methods for keeping track of and 
combining sets of similar items can be used (col. 17, lines 10-18). Also, it is 
notoriously known at the time of applicant's invention to a person with ordinary skill in 
the art that the computer programmers store computer programs on a computer 
readable medium (like a hard drive, CDROM etc.) to have the computer program readily 
available for the computer to become functionally active with minimum human 
intervention in case when the system reboots (for example, when there is a power 
failure). 

Regarding claims 13-16, Jacobi et al. discloses that the data stored for each 
user may include one or more of the following types of information (among other things) 
that can be used to generate recommendations in accordance with the invention: (a) the 
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user's purchase history, including dates of purchase, (b) the user's item ratings profile (if 
any), (c) the current contents of the user's personal shopping cart(s), and (d) a listing of 
items that were recently (e.g., within the last six months) removed from the shopping 
cart(s) without being purchased ("recent shopping cart contents") (col. 7, lines 45 - 64). 

Jacobi et al. does not disclose shopper information available on remote 
computers without input from shoppers. It is known at the time of applicant's invention to 
a person with ordinary skill in the art that "A cookie is a piece of text that a Web server 
can store on a user's hard disk . Cookies allow a Web site to store information on a 
user's machine and later retrieve it. The pieces of information are stored as name-value 
pairs." (see How Internet Cookies Work). Therefore, it is known at the time of applicant's 
invention to a person with ordinary skill in the art to use cookies in Jacobs et al. to avoid 
customer provide some required information every time they access the web server (for 
example, user-id required to browse the website). 

Also, Jacobi et al. does not disclose storing URLs for individual shopper. Linden 
et al. disclose a Web site system in which different private records or other resources 
are personal to different users, a method is provided for allowing users to securely 
access a private resource without the need to enter a username, password, or other 
authentication information, and without the need to download special authentication 
software or data to the user's computer. Each resource is assigned a private uniform 
resource locator (URL) which includes a fixed character string and a unique token. 
When a user attempts to access a private URL (such as to access a private account 
information page), a token validation program is used to determine whether the token is 
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valid. "The method may be used to provide users secure access to private account 
information on the Web site of merchant. Other practical applications include electronic 
gift certificate and coupon redemption, gift registries, order confirmation electronic 
voting, and electronic greeting cards. (For example, a private Web page for a particular 
user may be assigned the private URL 

http://www.amazon.com/private_resources/A9HBJ1E55G0ML", where the character 
string A9HBJ1 E55G0ML is the token). Therefore, it is known at the time of applicant's 
invention to a person with ordinary skill in the art to use URLs in Jacobi et al. to provide 
shoppers secure access to their private account information (abstract; col. 1 , lines 54 - 
67). 


Regarding claims 18 and 19, Jacobi et al. discloses the recommendation service 
to identify items that are currently in the user's shopping cart, and uses these items to 
generate a list of additional items that are predicted to be of interest to the user, wherein 
an additional item is selected to include in the list based in-part upon whether that item 
is related to more than one of the items in the user's shopping cart. The additional items 
are preferably displayed to the user when the user views the contents of the shopping 
cart. Recommendations generated by the recommendation services are returned to the 
Web server, which incorporates the recommendations into personalized Web pages 
transmitted to users. The web site includes a Web server application ("Web server") 
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which processes HTTP (Hypertext Transfer Protocol) requests received over the 
Internet from user computers. 

Jacobi et al. does not disclose to categorize information on the screen. Linden et 
al. discloses to categorize information on user's screen (see Fig 5). Therefore, it is 
known at the time of applicant's invention to a person with ordinary skill in the art to 
categorize information on user screen to present the information in a user friendly 
manner and lure the user to consider the recommendations. 


Regarding claim 20, Jacobi et al. discloses a computer-implemented service and 
methods for recommending products or other items to individual users of an electronic 
commerce system based on a set of items known to be of interest to the user, such as a 
set of items currently in the user's electronic shopping cart, (abstract, col. 1 , lines 6 - 9). 
The web site includes a Web server application ("Web server") which processes HTTP 
(Hypertext Transfer Protocol) requests received over the Internet from user computers, 
(see Fig 1) 

Jacobi et al. does not disclose using internet cookies. It is known at the time of 
applicant's invention to a person with ordinary skill in the art that "A cookie is a piece of 
text that a Web server can store on a user's hard disk . Cookies allow a Web site to store 
information on a user's machine and later retrieve it. The pieces of information are 
stored as name-value pairs." (see How Internet Cookies Work). Therefore, it is known at 
the time of applicant's invention to a person with ordinary skill in the art to use cookies 
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in Jacobs et al. to avoid customer provide required information every time they access 
the web server (for example, user identification required to browse the website). 


Regarding claim 22, Jacobi et al. discloses the external components to include 
recommendation service components that are used to implement the site's various 
recommendation services. Recommendation service identifies items that are currently in 
the user's shopping cart, and uses these items to generate a list of additional items that 
are predicted to be of interest to the user, wherein an additional item is selected to 
include in the list based in-part upon whether that item is related to more than one of the 
items in the user's shopping cart. The additional items are displayed to the user when 
the user views the contents of the shopping cart. Recommendations generated by the 
recommendation services are returned to the Web server, which incorporates the 
recommendations into personalized Web pages transmitted to users. The web site 
includes a Web server application ('Web server") which processes HTTP (Hypertext 
Transfer Protocol) requests received over the Internet from user computers. Jacobi et 
al. does not disclose having the look and feel to encourage purchase. CatalogCity 
discloses a system and method having look and feel to encourage shoppers to 
purchase the product. CatalogCity allows shoppers to query using "quick search" to 
search for products or catalog name. In addition, CatalogCity provides index of 
catalogs. Therefore, it is known at the time of applicant's invention to a person with 


• 
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ordinary skills in the art to design the web pages with looks and feel that lure the 
shoppers to purchase the product and complete the sale. 


The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 . Gabber et al., U.S. Patent 5,961 ,593 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Naresh Vig whose telephone number is 703.305.3372. 
The examiner can normally be reached on M-F 7:30 - 5:00 (Alt Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on 703.308.2702. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703.305.7687 for 
regular communications and 703.305.7687 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 
703.305.3900. 


Conclusion 



July 12, 2002 


JOHN G. WEISS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 


